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MARK SECTION (no change)

ARGUMENT(S)

Remarks:
 
In a December 11, 2013 Office Action, the Examining Attorney maintained the refusal to register the mark
MYROOMS for services related to providing online non-downloadable social media software and related
interactive hosting services under Section 2(d) on the grounds that it is confusingly similar to Registration
No. 4,323,700 for HP MYROOM registered by Hewlett-Packard Development Company for “computer
communications software for audio calling, video calling, instant messaging chat and desktop screen
sharing”   (hereinafter referred to as “web conferencing software”).
 
Applicant submits that differences between its online non-downloadable social media software and related
interactive hosting services and the cited Registrant’s web conferencing software are sufficient to prevent
consumer confusion, particularly given differences in the marks and the relatively weak nature of the cited
registration.
 
As previously submitted, Applicant is developing online non-downloadable social media software and
related interactive hosting services that feature customizable virtual three-dimensional environments for
users to upload, post, display, stream and manage social media content.  An example three-dimensional
environment providing user access to various popular social media networks (e.g., Facebook, Twitter,
Pinterest) is filed herewith as Exhibit A.  Applicant’s services will allow users to, among other things,
aggregate their social networks to easily connect, share and engage their social network peers.  Generally,
Applicant is providing “social media” related services and has amended its identification of services to
make this explicitly clear.   
 
In contrast, the cited registration is for computer communications software for audio calling, video calling,
instant messaging chat and desktop screen sharing or “web conferencing software” more generally.   A
service brief available from https://www.myroom.hp.com/documents/HPMyRoomServiceBrief.pdf which
describes Registrant’s conferencing software is filed herewith as Exhibit B.   As an example, the cited
registrant’s downloadable software enables users to deliver highly professional, high quality audio and
collaborative web conferencing meetings with colleagues and customers.  The cited registrant is not
providing social media services, but rather downloadable web conferencing software primarily for business
purposes.
 
Applicant submits that differences between its online non-downloadable social media software and related
interactive hosting services and the cited Registrant’s web conferencing software are sufficient to prevent
consumer confusion, particularly in light of differences in the marks. 
 
Notably, the HP portion of the cited registration is the leading portion that is first to be seen and heard by
consumers and therefore likely to perceived as the dominant portion.  This is particularly the case given the
coexistence of other registrations for communication software that include MY and/or ROOM, as discussed
further below.  The leading HP portion of the cited mark as well as the trailing “S” in Applicant’s mark
readily distinguishes the marks in terms of sight, sound, meaning and commercial impression.  These
differences in the marks are sufficient to prevent consumer confusion, particularly when considering the
differences between Applicant’s social media related services and the cited Registrant’s web conferencing



software discussed above. 
 
Moreover, the TMEP instructs that “if the examining attorney finds registrations that appear to be owned by
more than one registrant, he or she should consider the extent to which dilution may indicate that there is no
likelihood of confusion.”   TMEP § 1207.01(d)(x).  Here, a search of the federal register found multiple active
ROOM registrations for various communication software owned by different parties, including one that also
includes MY, as listed below:
 

Registration No.             Mark                             Owner
3,282,876                      WEBROOM                   L2 Technology, LLC
3,585,193                      VROOM                        Blackboard Collaborate, Inc.
3,891,327                      VUROOM                      Vivu, Inc.
3,987,877                      MYDROOMS                Data Room Services GmbH & Co. Kg
4,362,537                      E-BOARDROOM           IQM2 Inc.
 

Corresponding TESS Records are attached as Exhibit C. Notably, the MYDROOMS registration is likely to
be perceived by consumers as “my D rooms” (“D” being short for data) for communication goods and
services similar to the cited registrant.    
 
These registrations show that the HP MYROOM mark is fairly weak and entitled to a narrower scope of
protection.  Consumers are and can be expected to continue to differentiate between the cited Registration
and other coexisting “ROOM” marks for conferencing and related communication software and are unlikely
to be confused by Applicant’s use of MYROOMS for social media services featuring three-dimensional
customizable environments – services that are quite distinct from the cited Registrant’s conferencing
software (as discussed above). 
 
Again, HP MYROOM for web conferencing software coexists with MYDROOMS (likely perceived as “my D
rooms”) for communication software (i.e., “computer software for accessing, viewing, printing, managing,
processing and storing data and documents respectively…for communication in digital or virtual data rooms
via data communication networks”).   Accordingly, Applicant’s use of MYROOMS for highly distinguishable
social media services featuring three-dimensional customizable user-interface environments can likewise
coexist without confusion.  Applicant therefore requests reconsideration and withdrawal of the Section 2(d)
refusal.
 
In view of the above, Applicant believes its application is now in condition for publication.  If questions
remain, the Examining Attorney is invited to contact Applicant's counsel, Jared M. Barrett, by email at
JaredB.docketing@SeedIP.com or by telephone at (206) 622-4900.
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DESCRIPTION OF
EVIDENCE FILE Exhibits A-C

GOODS AND/OR SERVICES SECTION (current)

INTERNATIONAL
CLASS 042

DESCRIPTION

providing online non-downloadable software featuring technology that allows users to upload, post,
display, stream and manage their online digital content, photographs and videos for sharing with others
for social networking purposes; providing online non-downloadable software featuring technology that
generates and displays a virtual three-dimensional environment for users to upload, post, display, stream
and manage their online digital content, photographs and videos for sharing with others for
entertainment and social networking purposes; providing online non-downloadable software featuring
technology that generates and displays a virtual three-dimensional environment for users to upload,
post, display, stream and manage their online digital content, photographs, videos, virtual products,
services, coupons, promotions for sharing with others for purposes of promoting, marketing, and
advertising to users of social networks in the virtual three-dimensional environment; distributed
computing platform as a service featuring online non-downloadable software in a distributed computing
environment allowing users to upload, post, display and stream online digital content, photographs and
videos for sharing with others for entertainment and social networking purposes in a virtual three-
dimensional environment; computer services, namely, interactive hosting services which allow users to
upload, post, display and stream online digital content, photographs, videos, virtual products, services,
coupons, promotions for sharing with others for entertainment and social networking purposes and for
promotion, marketing, and advertising to users of social networks in a virtual three-dimensional
environment

FILING BASIS Section 1(b)

GOODS AND/OR SERVICES SECTION (proposed)

INTERNATIONAL
CLASS 042

TRACKED TEXT DESCRIPTION

providing online non-downloadable software featuring technology that allows users to upload, post,
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display, stream and manage their online digital content, photographs and videos for sharing with others
for social networking purposes; providing online non-downloadable social media software featuring
technology that allows users to upload, post, display, stream and manage their online digital content,
photographs and videos for sharing with others for social networking purposes; providing online non-
downloadable software featuring technology that generates and displays a virtual three-dimensional
environment for users to upload, post, display, stream and manage their online digital content,
photographs and videos for sharing with others for entertainment and social networking purposes;
providing online non-downloadable social media software featuring technology that generates and
displays a virtual three-dimensional environment for users to upload, post, display, stream and manage
their online digital content, photographs and videos for sharing with others for entertainment and social
networking purposes; providing online non-downloadable software featuring technology that generates
and displays a virtual three-dimensional environment for users to upload, post, display, stream and
manage their online digital content, photographs, videos, virtual products, services, coupons,
promotions for sharing with others for purposes of promoting, marketing, and advertising to users of
social networks in the virtual three-dimensional environment; providing online non-downloadable social
media software featuring technology that generates and displays a virtual three-dimensional
environment for users to upload, post, display, stream and manage their online digital content,
photographs, videos, virtual products, services, coupons, promotions for sharing with others for
purposes of promoting, marketing, and advertising to users of social networks in the virtual three-
dimensional environment; distributed computing platform as a service featuring online non-
downloadable software in a distributed computing environment allowing users to upload, post, display
and stream online digital content, photographs and videos for sharing with others for entertainment and
social networking purposes in a virtual three-dimensional environment; distributed computing platform
as a service featuring online non-downloadable social media software in a distributed computing
environment allowing users to upload, post, display and stream online digital content, photographs and
videos for sharing with others for entertainment and social networking purposes in a virtual three-
dimensional environment; computer services, namely, interactive hosting services which allow users to
upload, post, display and stream online digital content, photographs, videos, virtual products, services,
coupons, promotions for sharing with others for entertainment and social networking purposes and for
promotion, marketing, and advertising to users of social networks in a virtual three-dimensional
environment; computer services, namely, interactive social media hosting services which allow users to
upload, post, display and stream online digital content, photographs, videos, virtual products, services,
coupons, promotions for sharing with others for entertainment and social networking purposes and for
promotion, marketing, and advertising to users of social networks in a virtual three-dimensional
environment

FINAL DESCRIPTION

providing online non-downloadable social media software featuring technology that allows users to
upload, post, display, stream and manage their online digital content, photographs and videos for
sharing with others for social networking purposes; providing online non-downloadable social media
software featuring technology that generates and displays a virtual three-dimensional environment for
users to upload, post, display, stream and manage their online digital content, photographs and videos
for sharing with others for entertainment and social networking purposes; providing online non-
downloadable social media software featuring technology that generates and displays a virtual three-
dimensional environment for users to upload, post, display, stream and manage their online digital
content, photographs, videos, virtual products, services, coupons, promotions for sharing with others for
purposes of promoting, marketing, and advertising to users of social networks in the virtual three-
dimensional environment; distributed computing platform as a service featuring online non-



downloadable social media software in a distributed computing environment allowing users to upload,
post, display and stream online digital content, photographs and videos for sharing with others for
entertainment and social networking purposes in a virtual three-dimensional environment; computer
services, namely, interactive social media hosting services which allow users to upload, post, display
and stream online digital content, photographs, videos, virtual products, services, coupons, promotions
for sharing with others for entertainment and social networking purposes and for promotion, marketing,
and advertising to users of social networks in a virtual three-dimensional environment

FILING BASIS Section 1(b)
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POSITION Attorney for Applicant, Washington State Bar Member
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To the Commissioner for Trademarks:

Application serial no. 85829620 has been amended as follows:

ARGUMENT(S)



In response to the substantive refusal(s), please note the following:

Remarks:
 
In a December 11, 2013 Office Action, the Examining Attorney maintained the refusal to register the mark
MYROOMS for services related to providing online non-downloadable social media software and related
interactive hosting services under Section 2(d) on the grounds that it is confusingly similar to Registration No.
4,323,700 for HP MYROOM registered by Hewlett-Packard Development Company for “computer
communications software for audio calling, video calling, instant messaging chat and desktop screen sharing”  
(hereinafter referred to as “web conferencing software”).
 
Applicant submits that differences between its online non-downloadable social media software and related
interactive hosting services and the cited Registrant’s web conferencing software are sufficient to prevent
consumer confusion, particularly given differences in the marks and the relatively weak nature of the cited
registration.
 
As previously submitted, Applicant is developing online non-downloadable social media software and related
interactive hosting services that feature customizable virtual three-dimensional environments for users to
upload, post, display, stream and manage social media content.  An example three-dimensional environment
providing user access to various popular social media networks (e.g., Facebook, Twitter, Pinterest) is filed
herewith as Exhibit A.  Applicant’s services will allow users to, among other things, aggregate their social
networks to easily connect, share and engage their social network peers.  Generally, Applicant is providing
“social media” related services and has amended its identification of services to make this explicitly clear.    
 
In contrast, the cited registration is for computer communications software for audio calling, video calling,
instant messaging chat and desktop screen sharing or “web conferencing software” more generally.   A
service brief available from https://www.myroom.hp.com/documents/HPMyRoomServiceBrief.pdf which
describes Registrant’s conferencing software is filed herewith as Exhibit B.   As an example, the cited
registrant’s downloadable software enables users to deliver highly professional, high quality audio and
collaborative web conferencing meetings with colleagues and customers.  The cited registrant is not providing
social media services, but rather downloadable web conferencing software primarily for business purposes.
 
Applicant submits that differences between its online non-downloadable social media software and related
interactive hosting services and the cited Registrant’s web conferencing software are sufficient to prevent
consumer confusion, particularly in light of differences in the marks. 
 
Notably, the HP portion of the cited registration is the leading portion that is first to be seen and heard by
consumers and therefore likely to perceived as the dominant portion.  This is particularly the case given the
coexistence of other registrations for communication software that include MY and/or ROOM, as discussed
further below.  The leading HP portion of the cited mark as well as the trailing “S” in Applicant’s mark readily
distinguishes the marks in terms of sight, sound, meaning and commercial impression.  These differences in
the marks are sufficient to prevent consumer confusion, particularly when considering the differences between
Applicant’s social media related services and the cited Registrant’s web conferencing software discussed
above. 
 
Moreover, the TMEP instructs that “if the examining attorney finds registrations that appear to be owned by
more than one registrant, he or she should consider the extent to which dilution may indicate that there is no
likelihood of confusion.”   TMEP § 1207.01(d)(x).  Here, a search of the federal register found multiple active
ROOM registrations for various communication software owned by different parties, including one that also
includes MY, as listed below:
 

Registration No.             Mark                             Owner
3,282,876                      WEBROOM                   L2 Technology, LLC
3,585,193                      VROOM                        Blackboard Collaborate, Inc.
3,891,327                      VUROOM                      Vivu, Inc.
3,987,877                      MYDROOMS                Data Room Services GmbH & Co. Kg
4,362,537                      E-BOARDROOM           IQM2 Inc.
 

Corresponding TESS Records are attached as Exhibit C. Notably, the MYDROOMS registration is likely to be
perceived by consumers as “my D rooms” (“D” being short for data) for communication goods and services
similar to the cited registrant.    
 
These registrations show that the HP MYROOM mark is fairly weak and entitled to a narrower scope of
protection.  Consumers are and can be expected to continue to differentiate between the cited Registration
and other coexisting “ROOM” marks for conferencing and related communication software and are unlikely to
be confused by Applicant’s use of MYROOMS for social media services featuring three-dimensional



customizable environments – services that are quite distinct from the cited Registrant’s conferencing software
(as discussed above). 
 
Again, HP MYROOM for web conferencing software coexists with MYDROOMS (likely perceived as “my D
rooms”) for communication software (i.e., “computer software for accessing, viewing, printing, managing,
processing and storing data and documents respectively…for communication in digital or virtual data rooms via
data communication networks”).   Accordingly, Applicant’s use of MYROOMS for highly distinguishable social
media services featuring three-dimensional customizable user-interface environments can likewise coexist
without confusion.  Applicant therefore requests reconsideration and withdrawal of the Section 2(d) refusal.
 
In view of the above, Applicant believes its application is now in condition for publication.  If questions remain,
the Examining Attorney is invited to contact Applicant's counsel, Jared M. Barrett, by email at
JaredB.docketing@SeedIP.com or by telephone at (206) 622-4900.

EVIDENCE
Evidence in the nature of Exhibits A-C has been attached.
Original PDF file:
evi_38100227210-132518994_._Exhibit_A.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_38100227210-132518994_._Exhibit_B.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_38100227210-132518994_._Exhibit_C.pdf
Converted PDF file(s) (10 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10

CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant proposes to amend the following class of goods/services in the application:
Current: Class 042 for providing online non-downloadable software featuring technology that allows
users to upload, post, display, stream and manage their online digital content, photographs and videos for
sharing with others for social networking purposes; providing online non-downloadable software featuring
technology that generates and displays a virtual three-dimensional environment for users to upload, post,
display, stream and manage their online digital content, photographs and videos for sharing with others for
entertainment and social networking purposes; providing online non-downloadable software featuring
technology that generates and displays a virtual three-dimensional environment for users to upload, post,
display, stream and manage their online digital content, photographs, videos, virtual products, services,
coupons, promotions for sharing with others for purposes of promoting, marketing, and advertising to
users of social networks in the virtual three-dimensional environment; distributed computing platform as a
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service featuring online non-downloadable software in a distributed computing environment allowing
users to upload, post, display and stream online digital content, photographs and videos for sharing with
others for entertainment and social networking purposes in a virtual three-dimensional environment;
computer services, namely, interactive hosting services which allow users to upload, post, display and
stream online digital content, photographs, videos, virtual products, services, coupons, promotions for
sharing with others for entertainment and social networking purposes and for promotion, marketing, and
advertising to users of social networks in a virtual three-dimensional environment
Original Filing Basis:
Filing Basis: Section 1(b), Intent to Use: The applicant has had a bona fide intention to use or use
through the applicant's related company or licensee the mark in commerce on or in connection with the
identified goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

Proposed:
Tracked Text Description: providing online non-downloadable software featuring technology that allows
users to upload, post, display, stream and manage their online digital content, photographs and videos for
sharing with others for social networking purposes; providing online non-downloadable social media
software featuring technology that allows users to upload, post, display, stream and manage their online
digital content, photographs and videos for sharing with others for social networking purposes; providing
online non-downloadable software featuring technology that generates and displays a virtual three-
dimensional environment for users to upload, post, display, stream and manage their online digital content,
photographs and videos for sharing with others for entertainment and social networking purposes;
providing online non-downloadable social media software featuring technology that generates and
displays a virtual three-dimensional environment for users to upload, post, display, stream and manage
their online digital content, photographs and videos for sharing with others for entertainment and social
networking purposes; providing online non-downloadable software featuring technology that generates
and displays a virtual three-dimensional environment for users to upload, post, display, stream and
manage their online digital content, photographs, videos, virtual products, services, coupons, promotions
for sharing with others for purposes of promoting, marketing, and advertising to users of social networks
in the virtual three-dimensional environment; providing online non-downloadable social media software
featuring technology that generates and displays a virtual three-dimensional environment for users to
upload, post, display, stream and manage their online digital content, photographs, videos, virtual
products, services, coupons, promotions for sharing with others for purposes of promoting, marketing, and
advertising to users of social networks in the virtual three-dimensional environment; distributed
computing platform as a service featuring online non-downloadable software in a distributed computing
environment allowing users to upload, post, display and stream online digital content, photographs and
videos for sharing with others for entertainment and social networking purposes in a virtual three-
dimensional environment; distributed computing platform as a service featuring online non-downloadable
social media software in a distributed computing environment allowing users to upload, post, display and
stream online digital content, photographs and videos for sharing with others for entertainment and social
networking purposes in a virtual three-dimensional environment; computer services, namely, interactive
hosting services which allow users to upload, post, display and stream online digital content, photographs,
videos, virtual products, services, coupons, promotions for sharing with others for entertainment and
social networking purposes and for promotion, marketing, and advertising to users of social networks in a
virtual three-dimensional environment; computer services, namely, interactive social media hosting
services which allow users to upload, post, display and stream online digital content, photographs, videos,
virtual products, services, coupons, promotions for sharing with others for entertainment and social
networking purposes and for promotion, marketing, and advertising to users of social networks in a virtual
three-dimensional environment



Class 042 for providing online non-downloadable social media software featuring technology that allows
users to upload, post, display, stream and manage their online digital content, photographs and videos for
sharing with others for social networking purposes; providing online non-downloadable social media
software featuring technology that generates and displays a virtual three-dimensional environment for
users to upload, post, display, stream and manage their online digital content, photographs and videos for
sharing with others for entertainment and social networking purposes; providing online non-downloadable
social media software featuring technology that generates and displays a virtual three-dimensional
environment for users to upload, post, display, stream and manage their online digital content,
photographs, videos, virtual products, services, coupons, promotions for sharing with others for purposes
of promoting, marketing, and advertising to users of social networks in the virtual three-dimensional
environment; distributed computing platform as a service featuring online non-downloadable social media
software in a distributed computing environment allowing users to upload, post, display and stream online
digital content, photographs and videos for sharing with others for entertainment and social networking
purposes in a virtual three-dimensional environment; computer services, namely, interactive social media
hosting services which allow users to upload, post, display and stream online digital content, photographs,
videos, virtual products, services, coupons, promotions for sharing with others for entertainment and
social networking purposes and for promotion, marketing, and advertising to users of social networks in a
virtual three-dimensional environment
Filing Basis: Section 1(b), Intent to Use: The applicant has a bona fide intention to use or use through
the applicant's related company or licensee the mark in commerce on or in connection with the identified
goods and/or services as of the filing date of the application. (15 U.S.C. Section 1051(b)).

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Jared M. Barrett/     Date: 06/11/2014
Signatory's Name: Jared M. Barrett
Signatory's Position: Attorney for Applicant, Washington State Bar Member

Signatory's Phone Number: 206-622-4900

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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